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REMARKS 

Applicants respectfully request reconsideration of the present application in view of the 
reasons that follow. 

A detailed listing of all claims that are, or were, in the application, irrespective of whether the 
claim(s) remain under examination in the application, is presented, with an appropriate defined status 
identifier. 

Withdrawal of Finality of Rejection 

In Applicants' previous response, Applicants made only one minor amendment — claim 14 was 
made independent by adding the limitations of independent claim 1. No other claim amendment was 
made. Yet the Examiner introduced a new grounds of rejection and this Office Action was made final. 
MPEP 706.7(a) indicates that: 

Under present practice, second or any subsequent actions on the merits 
shall be final, except where the examiner introduces a new ground of 
rejection that is neither necessitated by applicants' amendment of the 
claims nor based on information submitted in an information disclosure 
statement filed during the period set forth in 37 CFR 1.97(c) with the 
fee set forth in 37 CFR 1.1 7(p). 

Here, the Examiner has entered a new ground of rejection, which was not necessitated by 
Applicants' amendment because Applicants only made one dependent claim into an independent claim 
in the previous response . Further, this new ground of rejection is not necessitated by information 
submitted in an IDS because such an IDS was not entered with the previous response. 

Accordingly, the Office Action should not be made final. Applicants respectfully request 
withdrawal of the finality of the rejection. 
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Claim Objections 

In the Office Action on page 2, Claims 1-13 and 16-33 are objected to because, as the 
Examiner says, "they fail to show the rewriting of the entire claim with all the changes made and they 
improper list modified claims as 'original' instead of 'currently amended.' Appropriate correction is 
required." 

Claims 1-13 and 16-33 have not been amended and are, therefore, listed herein with the proper 
identifier, "original." Accordingly, Applicants request the withdrawal of the objection. 

Rejections under 35 U.S.C. 103(a) 

Claims 1-6, 8-1 1, 13, 16-19, 21-23, 25-28 and 31-33 are rejected under 35 U.S.C. 103(a) as 
being obvious over U.S. Patent No. 4,829,298 (Fernandes) and "Static synchronous series 
compensator: a solid-state approach to the series compensation of transmission lines" (the Gvugyi 
article ) and U.S. Patent No. 6,486,569 ( Couture ). Applicants respectfully traverse the rejection. On 
page 10 of the Office Action, the Examiner in his "Response to Arguments" states: 

The Examiner would like to point out that the disclosure of a specific 
working example, such as a ground mounted static synchronous series 
compensator for transmission lines does not limit the use of the static 
synchronous series compensator to only use disclosed in the given 
example because the mounting of static synchronous series 
compensator will not effect its operation. 

Applicants respectfully disagree. The Gvugyi article teaches a static synchronous series 
compensator (SSSC) "installed in a building at ground potential and operated at a relatively low 
(below 20 kV) voltage." (See, Gvugyi article , page 412, emphasis added.) The rejected claims all 
require the module be electrically isolated from ground and from other phase lines of the transmission 
system. The Gvugyi article does not simply provide an example location for a SSSC, it teaches that 
the SSSC is at ground potential, which is the very opposite to being "electrically isolated from 
ground," as required by the rejected claims. 

Notwithstanding the Examiner's comments in the "Response to Arguments," the Examiner 

presents a new grounds for rejection which includes a new reference — Couture — in combination with 

Fernandes and the Gvugyi article . The Examiner argues that Couture teaches mounting the active 
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impedance adjustment circuitry in a module electrically isolated from ground and from other phase 
lines of the transmission system. However, Couture describes a different system with modulation 
devices located on a transmission tower near electric power lines. Figures 6 and 7 of Couture clearly 
show that the modulation devices are not attached to power lines, rather they are mounted on the tower 
near the power lines. 

The rejected claims are directed to an "active module for attachment to a power 
transmission line of a transmission system" (claims 1 and 16, emphasis added) and "coupling a 
transformer primary winding to one of the phase lines of a high voltage power transmission line" 
(claim 26, emphasis added). Claims 1-6, 8-1 1, 13, 16-19, 21-23, and 25 require: 

a single phase main transformer primary formed to attach to a power 
transmission line without breaking the line such that the power line 
forms the secondary of the main transformer; 

(emphasis added.) 

The present application states: "the power line 21 is surrounded by the primary winding 35 and 
the core 36, and forms the secondary winding of the main transformer." (Para. [0026].) There is no 
teaching or suggestion in Couture to mount the active impedance adjustment circuitry to a power line 
and be electrically isolated from ground and from other phase lines of the transmission system. 

As Applicants indicated in the previous response, there is no teaching or suggestion in 
Fernandes to control the power flow (e.g., by injecting an impedance) of the power line. The problem 
of power control is not disclosed or identified in Fernandes . Examiner has not provided any evidence 
or argument to the contrary. 

Accordingly, there is no teaching or suggestion in Fernandes , the Gvugyi article , or Couture 
that provides motivation for the Examiner's proposed combination of an active module attached to a 
transmission line (without breaking the line such that the power line forms the secondary of the main 
transformer) and is electrically isolated from ground and other phase lines, where the module includes 
a switching circuit and a controller to control the switching circuit to provide a selected impedance 
injected in the transmission line. 
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Therefore, it is respectfully submitted that independent claims 1, 16 and 26 are allowable over 
Fernandes , the Gvugyi article , and Couture . 

Claims 2-6, 8-11 and 13 depend from independent claim 1 and are therefore allowable for, 
among other reasons, the same reasons given above with respect to independent claim 1. Claims 17- 
19, 21-23 and 25 depend from independent claim 16 and are therefore allowable for, among other 
reasons, the same reasons given above with respect to independent claim 16. Claims 27, 28 and 31-33 
depend from independent claim 26 and are therefore allowable for, among other reasons, the same 
reasons given above with respect to independent claim 26. 

Accordingly, claims 1-6, 8-11, 13, 16-19, 21-23, 25-28 and 31-33 are believed to be allowable. 
Withdrawal of the rejection under 35 U.S.C. § 103(a) and allowance of claims 1-6, 8-11, 13, 16-19, 
21-23, 25-28 and 31-33 is respectfully requested. 

* * * 

On page 8 of the Office Action, Claims 7 and 20 are rejected under 35 U.S.C. § 103(a) as being 
obvious over Fernandes and the Gvugyi article , and further over Couture and U.S. Patent No. 
5,585,651 (Kkagawa). Applicants respectfully traverse the rejection. 

Claim 7 depends from independent claim 1 and is therefore allowable for, among other 
reasons, the same reasons given above with respect to independent claim 1 . Claim 20 depends from 
independent claim 16 and is therefore allowable for, among other reasons, the same reasons given 
above with respect to independent claim 16. 

Accordingly, claims 7 and 20 are believed to be allowable. Withdrawal of the rejection under 
35 U.S.C. § 103(a) and allowance of claims 7 and 20 is respectfully requested. 

* * * 

On page 9 of the Office Action, Claims 12, 24 and 30 are rejected under 35 U.S.C. § 103(a) as 
being obvious over Fernandes and the Gvugyi article , and further over Couture and U.S. Patent No. 
5,343,139 ( Gvugyi ). Applicants respectfully traverse the rejection. 
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Claim 12 depends from independent claim 1 and is therefore allowable for, among other 
reasons, the same reasons given above with respect to independent claim 1. Claim 24 depends from 
independent claim 16 and is therefore allowable for, among other reasons, the same reasons given 
above with respect to independent claim 16. Claim 30 depends from independent claim 26 and is 
therefore allowable for, among other reasons, the same reasons given above with respect to 
independent claim 26. 

Accordingly, claims 12, 24 and 30 are believed to be allowable. Withdrawal of the rejection 
under 35 U.S.C. § 103(a) and allowance of claims 12, 24 and 30 is respectfully requested. 

Allowed Claims 

Claims 14 and 15 are allowed over the prior art. 

Applicants believe that the present application is now in condition for allowance. Favorable 
reconsideration of the application as amended is respectfully requested. 

The Examiner is invited to contact the undersigned by telephone if it is felt that a telephone 
interview would advance the prosecution of the present application. 


Respectfully submitted, 


Date 


December 12, 2005 



FOLEY & LARDNER LLP 
Customer Number: 23524 
Telephone: (608) 258-4292 
Facsimile: (608) 258-4258 


Paul S. Hunter 
Attorney for Applicants 
Registration No. 44,787 
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